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REMARKS: 



Further consideration of the subject application in light of the remarks which follow is 
respectfully requested. Claims 10-15 are pending, and Claims 1-9 and 16-20 have been 
withdrawn. 



Claims 10-15 have been rejected under 35 U.S.C 102(b) as anticipated by or, in the 
alternative, obvious under 3 U.S.C 103(a) as being unpatentable over Lightfoot et al. (USPN 
3,625,727, herein referred to as "Lightfoot' 1 ), Aliani et al. (USPN 4,497,941, herein referred to as 
"Aliani"), or Itaba et al. (USPN 5,185,203, herein referred to as "Itaba"). The Examiner states 
that each of the above references teach compositions for heat sealable laminates comprising at 
least 83% of ethylene/vinyl acetate copolymers having at least 10% vinyl acetate, in combination 
with a tackifier resin, which are essentially the same as the instant claims. Applicants 
respectfully disagree. 

A prior art reference may anticipate without disclosing a feature of the claimed invention 
if that missing characteristic is necessarily present, or inherent, in the single anticipating 
reference. However, the transitional phrase "consisting essentially of limits the scope of a claim 
to the specified materials or steps "and those that do not materially affect the basic and novel 
characteristics) 11 of the claimed invention (see MPEP § 2111.03). Therefore a claim using the 
above transitional phrase is novel over another reference comprising anything additional that 
materially affects the "basic and novel characteristic^)" of the claimed invention. 

The instant claims are not anticipated by Lightfoot because Lightfoot discloses a 
combination of a microcrystalline wax, two polymers, and the optional addition of resins or 
fillers, etc. (See column 3, lines 57-63). Because the instant claims use the transitional phrase, 
"consisting essentially of," they are novel over Lightfoot's disclosure of essential ingredients in 
addition to the claimed copolymer and resin. Particularly, Lightfoot's addition of the essential 
component microcrystalline wax, therefore preclude anticipation of the instant claims by the 
"consisting essentially of 1 language. 



Claim Rejections - 35 USC S 1 02 
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Additionally, the instant claims are not anticipated by AJiani because Aliani discloses 
other essential ingredients beyond the claimed resin and copolymer, as explained above. 
Particularly, Aliani discloses additional ingredients such as antioxidants and fillers (see column 
4, lines 58 and 59 and column 7, lines 3-6), AHani's addition of anti-oxidants therefore preclude 
anticipate of the instant claims by the "consisting essentially of language. Additionally, Aliani 
discloses an adhesive, not a film, of ethylene- vinyl acetate copolymers having a melt-index of 
700 to 10,000. The instant claims recite a film having a maximum seal strength temperature 
(MSST), which property would not be present in a composition with a melt index of 700-10,000 
because it is an adhesive, not a film. 

The instant claims are also not anticipated by Itaba, because Itaba discloses a film 
comprising a heat sealing layer composed of tackifier, and an ethylene-vinyl acetate copolymer 
with an antiblocking agent or 1,2-polybutadiene with an antiblocking agent. The instant claims 
contain the language "consisting essentially of which excludes other elements from having any 
essential significance to the combination. Itaba's addition of antiblock agent would have 
essential significance on the combination, and is therefore excluded by the "consisting essentially 
of language of the instant claim. Thus, the instant claims can not be anticipated by the Itaba 
reference. 

Claim Rejections - 35 USC S 103 

Claims 10-15 have been rejected under 3 U S C 103(a) as being obvious over Lightfoot, 
Aliani, or Itaba. Applicants traverse the rejection on grounds that the Examiner has not 
established a prima facie case of obviousness. To establish prima facie obviousness of a claimed 
invention the Examiner must set forth (1) that all claim limitations are taught or suggested by the 
prior art, (2) that there is some suggestion or motivation, either in references or in knowledge 
generally available to one skilled in the art, to modify or combine the references and (3) that 
there is a reasonable expectation of success. As to all references, Applicants maintain that the 
reasoning, or lack thereof, offered by the Examiner is insufficient to render the claims prima 
facie obvious. 

The Examiner has stated that it would have been obvious to one of ordinary skill in the 
art, at the time the invention was made, to arrive at the same inventive composition because the 
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disclosure of the inventive subject matter "a ppears to be within the generic disclosure of the prior 
art." 

As explained above, Applicants disagree that disclosure of the inventive subject matter 
appears within the generic disclosure of the prior art. Additionally, no rationale has been 
provided by the Examiner leading to the conclusion that one of ordinary skill in the art would be 
motivated to modify the prior ait as set forth in the claims. Thus, this rejection should be 
withdrawn, as a prima facie case of obviousness has not been made relative to claims 10-15. 
Applicants respectfully submit that prima facie obviousness has not been established, and that 
alone or in combination, Lightfoot, Aliani, and Itaba fail to suggest applicants 1 claimed 
invention. 

CONCLUSION 

For at least the reasons cited above, Applicants believe that the instant claims are 
allowable and respectfully request that the Examiner withdraw his objections and allow same. 

Should the Examiner have any questions or if he believes it will expedite or assist his 
examination, he is invited and encouraged to telephone the undersigned attorney at his 
convenience. 



Respectfully submitted, 




ExxonMobil Chemical Company 
Law Technology Department 
P.O. Box 2149 
Baytown, Texas 77522-2149 
Telephone No. 281/834-2429 
Facsimile No. 281/834-2495 

JPW:mrm/clm 
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